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Basis of the opinion 
Priority 

Non-establishment of opinion with regard to novelty, inventive step and industrial applicability 
Lack of unity of invention 

SSKhml^ 1 !!""* R V' e 43fa/s - 1 <*>('> with «9«rt to novelty, inventive step or industrial 

applicability; citations and explanations supporting such statement 

Certain documents cited 
Certain defects in the international application 
Certain observations on the international application 
FURTHER ACTION 

If a demand for international preliminary examination is made, this opinion will usually be eonsid*,»ri t« = 
written opinion of the International Preliminary Examining Authority fipEA-T Hmm^ tw^fi. ♦ . a ^ 
the applicant chooses an Authority other than this one tobethe^ 

SS^SSS^ ^ 661 ^) tnat written opinions of this .^n^^^H^*" 

I fhrniM^thi 1 .pc A S f r °^ ed ab ? v f ' COnsidered to b * a written opinion of the IPEA, the applicant Is invited to 
submit to the IPEA a written reply tooether, where appropriate, with amendments, before the exXtton of three 

w™S^tf ma " ing ° f F ° rm PCTASAJ22 ° * before *° «**'*>°" * 22 months" llf^^L, 

For further options, see Form PCT4SA/220. 

For further details, see notes to Form PCT/lSA/220. 
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Citations 

The documents are numbered as in the International Search Report (ISR), i.e. D1 
and D6 correspond to the first and the last document of the search report,' 
respectively. 

Re ITEM I (Basis of the opinion) 

The application as filed contains a sequence listing consisting of 23 pages (9 
sequences). 

Re ITEM III (Non-establishment of opinion) 

1 Claims 10 and 13 fail to comply with the requirements of Art. 6 PCT (clarity) to 
such an extent that a meaningful search and examination could not be carried out 
(Art. 17(2)(a)(H) PCT, Rule 66.1 (e) PCT, also cf. PCT Guidelines Vl-8.4, last 
sentence). Claim 10 is directed to a product, namely a targeting vector as defined 
in claims 1-8. Method claim 13 refers to modifying an ES cell as defined in claims 
1 -9. However, claims 1 -9 are directed to a method for generating transgenic 
eukaryotic cells and not to any products. 

2 Claims 1-9. 12-14 and ifi relate to subject-matter considered by this Authority to 
be covered by the provisions of Rule 67.1 (iv) PCT (in vivo treatment or diagnostic 
methods practiced on the human or animal body). Consequently, no opinion will 
be formulated with respect to the industrial applicability of the subject-matter of 
these claims (Art. 34(4)(a)(i) PCT). 

Re ITEM V (Novelty, inventive step, industrial applicability) 

1 Novelty and inventive step (Art. 33(2) and (3) PCT) 

1.1 The subject-matter of claims 1-9. 1 1. 12 and 14-ifi does not meet the 
requirements of Art. 33(2) and 33(3) PCT. 

1 .2 D1 (WO995301 7) and D2 (WO023861 3) disclose a method according to 
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independent damn. The subject-matter of independent claim 1 can thus not be 
regarded as novel. 

1 .3 A positive international preliminary examination report (IPER) could only be 
established if ci a ims2-9,11 1?*nrt 14 -1fi refer to a claim which can be regarded 
as novel and inventive. 

1 .4 Similar results have been disclosed in D3 (WO0209821 7), D4 (Dacquin et al ) and 
D5 (Moses et al.) which therefore also deprive novelty of claims 1-9. n 1? an H 

(Art. 33(2) and (3) PCT). ' ' 

1 .5 It should be noted that expressions like "preferably" (e.g. claim 3 ) have no limiting 
effect on the scope of a claim; that is to say the feature following any such 
expression is to be regarded as entirely optional (PCT Guidelines III-4.6). 

1 .6 The terms "DNA sequence which can be converted into..." ( e.q claim -n 
"homologous" ( e.g. claim B) and "derived from" (e.g. claim g ) are vague and 
further jeapordize the novelty of said claims. 

2 Industrial application (Art. 33(4) PCT) 

Claims 11 and 15 meet the criteria as set forth by Art. 33(4) PCT. 

Re ITEM VI Certain published documents (Rule 70.1 0) 

Application Na PubKcation Cat* Flfift9d8te Prion* d * e Wc ,_, 

Patent No (^mon^r) (CyAnon*^, 

WO03020743 13.03.03 05.09.02 05.0901 

Said document has been published after but filed before the claimed priority date 
of the present application and does therefore not constitute prior art in the 
meaning of Rule 64(1 )(b) PCT. It will, however, become of relevance for the 
novelty of the claimed subject-matter during regional phase examination. 
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Re ITEM VIII 



(Certain observations on the international application) 



Claims 1-5, 7-q ruiZ Ha DCLlfi also encompass human embryonic stem cells 
or the use thereof. This subject-matter may be contrary to morality in certain PCT 
member states (cf. e.g. Art. 53(a) of the EPC). 

Claimjl5 also encompasses transgenic human beings. This subject-matter is 
contrary to morality in certain PCT member states (cf. e.g. Art. 53(a) of the EPC). 
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Box No. I Basis of the opinion 



1 ' S/ egard t0 the J an 9 ua ge, this opinion has been established on the basis of the international aonlir^tinn in 
the language in which rt was field, unless otherwise indicated under this item ,nt6rnat,onal application in 

□ This opinion has been established on the basis of a translation from the oriainal lanauaae into th P fmmwinn 

sbr*.- srjsb. \™r 9 * oi a translation fumished ,or the i-^-tsss szsr 9 

2 action and 



a. type of material: 

a sequence listing 

□ table(s) related to the sequence listing 

b. format of material: 

B in written format 

S in computer readable form 

c. time of filing/furnishing: 

contained in the international application as filed. 

□ filed together with the international application in computer readable form. 
B furnished subsequently to this Authority for the purposes of search. 



5SS5S! !uS;V he ■ B ** n as or aoes * °° Iff J35aSL°SffS" al 



4. Additional comments: 

see separate sheet 
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Box No, II Priority 



1. S The following document has not been furnished: 

H copy of the earlier application whose priority has been claimed (Rule 436fe.i and 66.7(a)). 

□ translation of the earlier application whose priority has been claimed (Rule 43b* 1 and 66 7(b)) 

filing date indicated abeVe * tne %£JZ?£g! V ° S °* " h " i ° P ' n " > "- ,he 

3. Additional observations, if necessary: 
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applSbllitv Non - estab,ish ^" t 01 °P'"»°" with regard to nove»ty, inventive step and industrial 

□ the entire international application, * 

a claims Nos, 10, 13 and with respect to industrial application claims 1-9, 12-14 and 16 
because: 

S the said international application or the said claim* Mnc iq i<> ^ 
see separate sheet 

see separate sheet 

D ootid' *be formed C ' a ' mS N ° S S ° by the description that no meaningfu. opinion 

□ no ^national search report has been established for the whole application or for said claims Nos. 

D 5 ofTe» ,,Sting dOSS n0t C ° mply ^ the P-ided for in Annex 

the written form □ has not t)een furnished 

□ does not comply with the standard 
the computer readable form □ has not been furnished 

□ does not comply with the standard 

□ See separate sheet for further details 



Form PCT>tPEA/237 (January 2004) 



WRITTEN OPINION OF THE 
INTERNATIONAL SEARCHING AUTHORITY 



International application No 
PCT/EP2004/000065 



Box No. V Reasoned statement under Rule 43bis 1faWh with return t« , 

Industrla. applicability; cttattong and gxpjgug^^ lnv *™™ 



step or 



1. Statement 



Novelty (N) 


Yes: 


Claims 






No: 


Claims 


1-9, 11, 12, 14-16 


Inventive step (IS) 


Yes: 


Claims 






No: 


Claims 


1-9, 11, 12, 14-16 


Industrial applicability (IA) 


Yes: 


Claims 


11. 15 




No: 


Claims 





2. Citations and explanations 
seo separate sheet 



Boa Wo. VI Certain documents cited 



1. Certain published documents (Rules 436/s.l and 70.10) 
and /or 

2 Non written disclosures (Rules 43bisA and 70.9) 
$&d norm 210 



Bog Mo, Viii Certain observations on the international application 
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